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Sir: 

This appeal brief is presented in furtherance of the Notice of Appeal filed 
September 19, 2007, in connection with the above-identified application, a Notice of Panel 
Decision from Pre-Appeal Brief Review having been issued on October 29, 2007. 

Real party in interest. 

Priiftechnik Dieter Busch AG of Germany is the real party in interest. 

Related appeals and interferences. 

There are no related appeals or interferences. 

Status of Claims. 

Claims 1, 3 & 4 stand rejected, and claim 2 has been cancelled. 

Status of Amendments. 

No amendment was filed subsequent to final rejection being appealed. 
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Summary of claimed subject matter. 

A device for measuring or evaluating the relative angular offset position of two 
elements with respect to each other (Fig. 3), comprising a collimated light source 20 for 
producing at least one light beam (25) is connected to a first of the two elements at a known 
location (paragraph [0018], second sentence, page 5) and a first two-dimensionally readable 
optoelectronic sensor (110) and at least one second two-dimensionally readable 
optoelectronic sensor (120) connected to a second of the two elements, each of which is in a 
fixed relative alignment with respect to each other (paragraph [0018], third sentence, page 5) 
at a known location such that a portion of the at least one light beam (25) is incident on a 
surface of an optoelectronically active layer of the first optoelectronic sensor (110, paragraph 
[0018], last sentence, page 5) and is reflected by the surface of the optoelectronically active 
layer as a light beam (125) directly onto a surface of the at least one second two- 
dimensionally readable optoelectronic sensor (120, Fig. 3). An electronic means for 
receiving output signals from each of the optoelectronic sensors representing the coordinates 
at which the at least one light beam and reflected portion of the at least one light beam are 
detected on each respective sensor of the optoelectronic sensors, processing the signals, and 
computing the relative angular offset position of the two elements with respect to each other 
based on the coordinates detected (paragraph [0019], spanning pages 5 & 6). In alternative 
embodiments, a portion of the light beam incident on the first two-dimensionally readable 
optoelectronic sensor is reflected as a plurality of light beams (125, 225, 325; Fig. 4) in a 
folded beam path (125, 125'; Fig. 5 modification of Fig. 4) by a surface of an 
optoelectronically active layer of the first optoelectronic sensor (110) directly onto the second 
two-dimensionally readable optoelectronic sensor (see, paragraphs [0021] and [0022], 
page 6). 

Grounds of rejection to be reviewed on appeal. 

Whether claims 1, 3 and 4 are unpatentable under 35 U.S.C. § 1 12, first paragraph as 
failing to meet the written description requirement. 

Whether claims 1, 3 and 4 are unpatentable under 35 U.S.C. § 1 12, first paragraph as 
being based on a non-enabling disclosure. 
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Whether claims 1, 3 and 4 are unpatentable for indefmiteness under 35 U.S.C § 1 12, 
second paragraph. 

Whether claims 1, 3 and 4 are unpatentable under 35 U.S.C. § 103(a) over the Holzl 
4 998 patent when viewed in conjunction with applicant's admitted prior art. 

Argument 

Rejection of claims 1, 3 and 4 as being unpatentable under 35 U.S.C. $ 1 12, first paragraph as 
failing to meet the written description requirement. 

As noted by the Examiner, to satisfy the written description requirement, a patent 
specification must describe the claimed invention in sufficient detail that one skilled in the art 
can reasonably conclude that the inventor had possession of the claimed invention. It has 
been held that there is no in haec verba requirement for literal use of the claim language, and 
that it is sufficient that newly added claim limitations be supported in the specification 
through express, implicit, or inherent disclosure. Furthermore, it is stated in MPEP 
§ 2163111(a) that: 

A description as filed is presumed to be adequate, unless or until 
sufficient evidence or reasoning to the contrary has been presented by the 
examiner to rebut the presumption. See, e.g., In re Marzocchi, 439 F.2d 220, 
224, 169 USPQ 367, 370 (CCPA 1971). The examiner, therefore, must have a 
reasonable basis to challenge the adequacy of the written description. The 
examiner has the initial burden of presenting by a preponderance of evidence 
why a person skilled in the art would not recognize in an applicant's disclosure 
a description of the invention defined by the claims. Wertheim, 541 F.2d at 
263, 191 USPQ at 97. In rejecting a claim, the examiner must set forth express 
findings of fact regarding the above analysis which support the lack of written 
description conclusion. These findings should: 

(A) Identify the claim limitation at issue; and 

(B) Establish a prima facie case by providing reasons why a person 
skilled in the art at the time the application was filed would not have 
recognized that the inventor was in possession of the invention as claimed in 
view of the disclosure of the application as filed. A general allegation of 
"unpredictability in the art" is not a sufficient reason to support a rejection for 
lack of adequate written description. 
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In the present case, the Examiner has failed to establish facts that demonstrate the 
specification does not describe the claimed invention in sufficient detail that one skilled in the 
art can reasonably conclude that the inventor had possession of the claimed invention without 
any explanation of the type required as to why that is the case. 

On the other hand, applicant has submitted a Declaration of Roland Holzl (hereafter, 
the "Holzl Declaration"), the inventor of the U.S. Patent No. 5,026,998 which the Examiner 
relied upon in her rejections under § 103 which provides factual evidence that directly refutes 
the assumptions and conclusions expressed by the Examiner. The first paragraph of section 4 
of the Declaration contains a statement by one of ordinary skill in that art that the 
specification "reflects the fact that The Inventor was in possession of the invention recited in 
The Claims," and then, in the following paragraphs of that section explains in detail why such 
is the case. As noted by the Court in its decision in In re Lange, 644 F.2d 856 (CCPA 
1981), 209 USPQ 288 "The disclosure in question must be read in light of the knowledge 
possessed by those skilled in the art, and knowledge can be established by affidavits of fact 
composed by an expert." Thus, applicant having established the knowledge of those skilled in 
the art by expert declaration, in the absence of facts which rebut those established by the 
declarant, not merely the examiner's personal opinions, the rejection based upon the written 
description requirement must be reversed. 

Rejection of claims 1, 3 and 4 as being unpatentable under 35 U.S.C. § 1 12, first paragraph as 
being based on a non-enabling disclosure. 

The same section 4 of the Holz Declaration referred to above also clearly establishes 
that one of ordinary skill in the art would know how to make and use the invention, both with 
respect to the known location recitations and how to measure and evaluate the relative 
position of two elements with respect to each other. As pointed out in MPEP § 2164.05, a 
" declaration or affidavit is, itself, evidence that must be considered .... The examiner should 
never make the determination based on personal opinion" (emphasis in original). Still 
further, MPEP § 21604.08 points out that the Federal Circuit has held that"[a]ll that is 
necessary is that one skilled in the art be able to practice the claimed invention, given the 
level of knowledge and skill in the art. Further the scope of enablement must only bear a 
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"reasonable correlation" to the scope of the claims. See, e.g., In re Fisher, 427 F.2d 833, 839, 
166 USPQ 18, 24 (CCPA 1970)." 

Here, the declarant has explained why/how one of ordinary skill in art would be able 
to practice the claimed invention given the disclosure of the Lysen patent (USP 6,337,742), 
the fact that "the primary difference between the device described in the present application 
and that described in the Lysen Patent is that the beam splitter 22 of the Lysen Patent is 
eliminated and the reflectivity of sensor 1 10 of the Hermann Application is utilized instead," 
and that the reference in paragraph [0026] of the specification to the fact that the invention "is 
'especially suited' for use in the position detection system of "German Patent Application DE 
19733919 and U.S. Patent 6,049,378" (which the Examiner evidently does not contend is 
invalid for lack of an enabling disclosure) is a clear disclosure that the techniques for 
measuring or evaluating the relative position of two elements with respect to each other of the 
Lysen Patent apply to the invention of the present application. 

The Examiner's comments indicate that her rejection is based on the lack of explicit 
statements, but no such requirement exists in the law. To the contrary, specifications are 
written to the level of ordinary skill in the art. Thus, the Examiner's reference in item (2) 
spanning pages 2 & 3 of the final rejection to those items which are not mentioned in the 
specification is irrelevant given that the declarant Hozl has stated these factors to be among 
those items known to one of ordinary skill. The Examiner lacks the authority to simply refute 
factual evidence without demonstrating that the facts are incorrect and are outside of what 
was known in the art. 

Accordingly, the rejection of claims 1, 3 and 4 as being unpatentable under 35 U.S.C. 
§ 1 12, first paragraph as being based on a non-enabling disclosure is not sustainable and 
should be reversed. 

Rejection of claims L 3 & 4 for indefmiteness under 35 USC § 1 12, second paragraph 
The claims have also been objected as being confusing and indefinite; however, these 
objections are in reality a rejection under 35 USC § 1 12 and should be treated as such. The 
Examiner should not be permitted to circumvent applicant's right to appeal what is actually is 
clearly a rejection for indefiniteness under 35 USC § 112 by incorrectly calling it an 
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objection. The Examiner has stated "the phrases 'known location', is confusing and 
indefinite since it is not clear with respect to what are these known locations." To support her 
position, the Examiner has merely conjectured reasons why one might find the claims 
indefinite with reference to the possibility of different coordinate systems being used, but 
provides no evidence which would indicate that such views would be consider problems by 
one working in this field. On the other hand, the Declarant Holz explains in detail in 
paragraph 4 of his declaration why "the 'known location' recitation found in claims 1& 3 
would be found to be clear and definite by one of ordinary skill in the art" for specific 
reasons. The Examiner's position is tantamount to say if one puts something in a specific 
spot, that person would not know its location. Furthermore, contrary to the Examiner's 
position, the coordinate system used to identify the "known" location is irrelevant, as is 
whether multiple coordinate systems are used since known techniques exist for converting 
from one coordinate system to another, e.g., geodedic to XYZ, and in fact, commercial 
software programs are readily available that can convert and transform spatial data between 
any of the hundreds of known coordinate systems. 

Thus, it is submitted that the appealed claims are clear and definite, so the rejection 
for being "confusing and indefinite" should be withdrawn. 

Rejection of claims K 3 and 4 as being unpatentable under 35 U.S.C. § 103(a) over the Holzl 
'998 patent when viewed in conjunction with applicant's admitted prior art. 

In response to the Examiner's rejection, applicant submitted the above mentioned 
Holzl Declaration after having previously submitted a declaration of Heinz P. Bloch 
(hereafter, the Bloch Declaration). As also noted above, the declarant Holz is the inventor of 
the U.S. Patent No. 5,026,998 which the Examiner has relied upon in her rejections under 
§103. This Declaration provides factual evidence that directly refutes the assumptions and 
conclusions expressed by the Examiner and explains why the invention is not obvious in view 
of his patent and the acknowledged commercially available optoelectronic sensors (see, 
paragraphs 3 & 5 of the Holz Declaration. Similarly, paragraphs 3-7 of the Bloch Declaration 
also explain why the reflectivity known sensors was not obvious to use, and in particular, 
why it would not be obvious to use their reflectivity to modify the device of the Holz patent. 
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In the face of such evidence from the inventor of the patent upon which she relies and 

from an independent, accomplished engineer and inventor working in the relevant field, it is 

improper from the Examiner to rely upon her personal opinion as to what one of ordinary 

skill in the art would have found to be obvious without providing any factual evidence to 

support her positions. That is, declaration evidence provided clearly and unequivocally 

establishes that the invention would not have been obvious from anything taught that is 

taught by the applied prior art even when considered in combination with that which was 

known to those of ordinary skill in the art. For example, paragraphs 3 & 5 of the Hozl 

Declaration, state in part: 

... at that the time of that the Hermann Application was filed, I and others in 
the field considered the reflectivity of the sensors to be a problem which had 
to be minimized or eliminated, for example, by blackening internal surfaces to 
avoid stray reflections, etc. and I know of no one that considered the 
reflectivity of the optoelectronic sensors to be a usable feature prior to that 
discovery by Mr. Michael Hermann, the inventor of the Hermann Application 
(hereafter, 'The Inventor"). 

... there is simply no basis for the Examiner's conclusion that it would have 
been obvious to use the reflective properties of the commercially available 
optoelectronic sensors in the manner taught by the Hermann Patent 
Application and in the manner set forth in The Claims. Likewise, while the 
operation principles of the device of the Hermann Patent Application are the 
same as in the Lysen Patent (not the device of My Patent which does and 
cannot use a housing in which first and second two-dimensionally readable 
optoelectronic sensors are fixed), there is simply no factual basis for the 
Examiner's conclusion that it would be "an obvious matter of design choice" 
to make the structural changes necessary to go from the device of the Lysen 
Patent to that of the Hermann Patent Application while retaining the same 
basic function, let alone to do so going from the very different method and 
apparatus of My Patent to that of the Hermann Application. 

Likewise, paragraphs 4-7 of the Bloch Declaration state in part: 

the specification of the Hermann Application referred to by the 
Examiner merely indicates the existence of commercially available 
optoelectronic sensors that can be used in the practice of the invention of the 
Hermann Application. However, I find nothing in that description which 
would suggest knowledge of this fact by anyone other than the inventor of the 
Hermann Application. Furthermore, based on my knowledge and experience, 
the reflectivity of such sensors was never used for alignment determination 
purposes prior to the invention of the Hermann Application, nor was it 
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recognized that the reflectivity of such sensors was sufficient for that purpose. 
To the contrary, the reflectivity of such sensors was generally treated as a 
characteristic which needed to be suppressed for alignment purposes by the 
use of an anti-reflectivity coating. 

5. The Examiner's comments appear not to take into consideration 
either the lack of known reason to use the reflectivity of known optoelectronic 
sensors in an alignment device or the factors that would necessarily have to 
have been recognized for someone to consider such use of the known 
optoelectronic sensors,... 

6 Without a reason or motivation for making such wholesale 

changes (which I find to be totally absent from the Holzl Patent, the 
Examiner's reasoning, and the state of the art as I am aware of it), it is simply 
not reasonable to think that those working in the field would find it obvious to 
change from an established practice to one that had never been previously 
considered. 

7 the evidence indicates that one of ordinary skill in the art would 

not have been able to arrive at a device having the features of the claims of the 
Hermann Application based on anything objectively derivable from the Holzl 
Patent, and the mere existence of commercially available optoelectronic 
sensors that could be used to practice the invention of the Hermann Patent. 

Not only is the Examiner's conclusions of obviousness erroneous and contrary to facts 
established by declaration, but they have been arrived at using an improper "obvious matter 
of design choice" standard of obviousness that is contrary to the law as stated by both the 
Board of Appeals in the case of Ex Parte Gerlach and Werner, 212 USPQ 471, (1980) which 
states that: 

There is nothing in the statutes or the case law which makes 'that 
which is within the capabilities of one skilled in the art' synonymous with 
obviousness. 

The examiner provides no reason why, absent the instant disclosure, 
one of ordinary skill in the art would be motivated to change [the structure of 
the references to that which was claimed]. 

and the Federal Circuit which has stated that the mere fact that a modification could be made 

does not make it obvious absent a teaching of desireability; see, In re Deminski, 796 F.2d 

436, 230 USPQ 313 (Fed. Cir. 1986) and In re Gordon, 733 F.2d 900, 221 USPQ 1125 (Fed. 

Cir. 1984). In the present case, not only has the Examiner failed to provide the requisite 

reason or motivation for what she contends to be obvious, but she also does not even attempt 
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to determine what changes would be needed since more than a mere change of one sensor for 
another is required. Thus, the Examiner has not made the factual determinations set forth in 
Graham v. John Deere Co. of Kansas City, 383 U.S. 1, 48 (Supreme Court 1966), which 
include providing reasons why one having ordinary skill in the art would have been led to 
modify the prior art or to combine prior art references to arrive at the claimed invention based 
upon some teaching, suggestion or inference in the prior art, Uniroyal, Inc. v. Rudkin- Wiley, 
5 USPQ2d 1434 (Fed. Cir. 1988). The statement that something is an "obvious design 
choice" is a mere conclusion for which some factual evidence in the prior art must be 
established, something the examiner has wholly failed to do and something that the 
Declaration emphatically refutes. 

Instead of performing a proper assessment of the obviousness of the claimed 
invention, the examiner has attempted to attack the declaration evidence on the basis that it 
does not describe the construction of the sensors and because the declarant is not an inventor 
of sensors having a reflective surface (see, section 1, paragraph (1), page 2 of the final office 
action), neither of which is relevant. That is, since the sensors of the invention are of 
conventional construction and it is the use, not the manufacture of such sensors to which the 
invention relates, what is material is that the declarant is knowledgeable of the reflective 
nature of such sensors and the manner in which they have been used, which is the case for 
both declarants. 

Furthermore, rather than address the reasons that the declarants have found the 
invention to be unobvious, for example, the examiner has failed to indicated where it is 
taught or suggested by the AAPA (or Holzl) that the reflective capabilities of the surface of a 
first optoelectronic sensor can be utilized in a two-sensor position determination system when 
the declarants state that such was unknown at the time that the present invention was made, 
the Examiner has essentially taken the position that as long as the operational principle 
remains the same, it would be obvious to convert a transmissive system to reflective system, 
irrespective of what structural changes might be necessary to do so (see, the sole full 
paragraph, page 9 of the final office action). It is incumbent upon the examiner, in the face of 
the declaration evidence submitted, to provide some evidence which refutes the declaration 
statements and demonstrates that someone other than this applicant recognized that the 
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reflectance possessed by the known optoelectronic sensors was anything other than a 
detriment and could be used to provide accurate position determinations in combination with 
a second optoelectronic sensor in the manner of the present invention, which she has not 
done. In this regard, applicant submitted to the examiner evidence of the results of a search 
of the USPTO patent database that revealed more than 1000 patents which disclose such anti- 
reflectance coatings for optoelectronic sensors, clearly supporting the declarants' views that 
one of ordinary skill in the art considered the reflective characteristics of the surface of an 
optoelectronic sensor to be an undesirable feature as evidenced by the common use of 
anti-reflection coatings on such sensors. 

Furthermore, the examiner has made no attempt to refute the evidence provided which 
also included the fact that the devices of the referenced U.S. Patents 6,337,742 and 6,476,914 
(which are more recent that that of the Holz patent relied upon by the Examiner) found it 
necessary to use mirrors and a prism instead of the reflective capacity of the sensors, further 
indicating that the potential usefulness of the reflective properties of know sensors could be 
used and need not be counteracted. In this regard, it is pointed out that the Federal Circuit 
has held that proceeding contrary to accepted wisdom in the art is evidence of 
nonobviousness. In re Hedges, 783 F.2d 1038, 228 USPQ 685 (1986). 

Therefore, in light of the deficiencies in the Examiner's assessment commented upon 
above, even if an initial prima facie case of obviousness had been established by the proposed 
combination of the teachings of Holzl and AAPA, it has been overwhelmingly rebutted so 
that the burden of proof shifted back to the Examiner to provide factual evidence, not her 
own opinions, which would support a conclusion of obviousness despite the evidence 
submitted by applicant, something that has not even been attempted by the examiner. 
Consequently, the rejection of claims 1, 3 and 4, under § 103(a), is improper and should now 
be reversed. 

Conclusion 

All of the examiner's rejections have been demonstrated to be improper and contrary 
to established facts. Therefore, the Board is requested to reverse all of the appealed 
rejections. 
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Claims appendix. 

L (Currently Amended) Device for measuring or evaluating the relative angular 
offset position of two elements with respect to each other, comprising: 

- a collimated light source means for producing at least one light beam connected to a 
first of the two elements at a known location; 

- a first two-dimensionally readable optoelectronic sensor and at least one second two- 
dimensionally readable optoelectronic sensor connected to a second of the two elements each 
of which are in a fixed relative alignment with respect to each other at a known location such 
that a portion of said at least one light beam incident on a surface of an optoelectronically 
active layer of the first optoelectronic sensor is reflected by the surface of the 
optoelectronically active layer as a light beam directly onto a surface of the at least one 
second two-dimensionally readable optoelectronic sensor; 

- electronic means for receiving output signals from each of the optoelectronic sensors 
representing the coordinates at which the at least one light beam and reflected portion of the 
at least one light beam are detected on each respective sensor of the optoelectronic sensors, 
processing the signals, and computing the relative angular offset position of the two elements 
with respect to each other based on the coordinates detected. 

2. (Canceled) 

3. (Currently Amended) Device for measuring or evaluating the relative angular 
offset position of two elements with respect to each other, comprising: 

- a collimated light source for producing at least one light beam connected to a first 
of the two elements at a known location; 

- a first two-dimensionally readable optoelectronic sensor and at least one second two- 
dimensionally readable optoelectronic sensor; 

- a housing, connected to a second of the two elements at a known location, in which 
the first and second two-dimensionally readable optoelectronic sensors are positioned relative 
to one another at a known location with respect to said housing such that a portion of the light 
beam incident on the first two-dimensionally readable optoelectronic sensor is reflected as a 
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plurality of light beams in a folded beam path by a surface of an optoelectronically active 
layer of the first optoelectronic sensor directly onto the second two-dimensionally readable 
optoelectronic sensor; 

- electronic means for receiving output signals from the optoelectronic sensors, 
processing the signals representing the coordinates at which the at least one light beam and 
reflected portion of the at least one light beam are detected on each respective sensor of the 
optoelectronic sensors, and computing the relative angular offset position of the housing 
relative to the light source based on the coordinates of incidences of the at least one light 
beam on the surfaces of the two-dimensionally readable optoelectronic sensors detected. 

4. (Currently Amended) Device for measuring or evaluating the relative and angular 
offset position of two elements with respect to each other, comprising: 

- a collimated light source means for producing at least one light beam at a known 
coordinate location; 

- a first two-dimensionally readable optoelectronic sensor; 

- at least one second two-dimensionally readable optoelectronic sensor in a fixed 
relative alignment with respect to the first two-dimensionally readable optoelectronic sensor 
at a known location such that the at least one light beam from the light source means is 
incident on a surface of an optoelectronically active layer of the first two-dimensionally 
readable optoelectronic sensor and a portion of the at least one light beam is reflected by the 
surface of the optoelectronically active layer as at least one light beam directly onto a surface 
of the at least one second two-dimensionally readable optoelectronic sensor; 

- electronic means for receiving output signals from each of the optoelectronic sensors, 
processing the signals representing the coordinates at which the at least one light beam and 
reflected portion of the at least one light beam are detected on each respective sensor of the 
optoelectronic sensors, and computing the relative angular offset position of the light source 
means relative to the incidences of the at least one light beam on the surfaces of the two- 
dimensionally readable optoelectronic sensors. 
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Evidence appendix. 

1 . Declaration of Roland Holz filed April 17, 2007 and considered by the examiner in her 
Office Action of June 15, 2007. 

2. Declaration of Heinz P. Bloch filed January 7, 2005 and considered by the examiner in her 
Office Action of March 30, 2005. 

3. USPTO patent database printout submitted with applicant's amendment filed December 1, 
2003, neither addressed nor refused entry by examiner in following office actions. 
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DECLARATION OF ROLAND HOLZL 



I, Roland Hdlzl, declare that: 

1 . I am the same Roland H5lzl that is the inventor of the shaft alignment 
checking method of U.S. Patent No. 5,026,998 (hereafter, "My Patent"), and am an 
inventor or co-inventor of the inventions of U.S. Patent Nos. 6,566,871; 6,515,294; 
6,476,914; 6,146,000; 5,049,757, and others. 

2. I have reviewed a copy of United States Patent Application Publication 
US 2001/0052983 Al, which I understand corresponds to the above-identified U.S. 
Patent Application (hereafter, the "Hermann Application") as originally filed. I have 
reviewed the attached Amendment After Second RCE which I understand contains the 
claims that presently exist in the application (hereafter, u The Claims") and the 
appended communication from the Examiner dated November 7, 2006 (hereafter, the 
'"Office Action")- I also have reviewed Lysen et ah U.S. Patent No. 6,337,742 
(hereafter, the Lysen Patent) which is the U.S. counterpart of the German Patent 
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Application DE 38 14 466 that is described in paragraphs [0003] and [0004] of the 
Hermann Application, 

3, Based on my knowledge and experience, those of ordinary skill in the 
art did not know that the reflectivity of the surface of sensors that were commercially 
available prior to the March 27, 2001, filing date of the Hermann Application was 
sufficient to enable them to be usable as either the mirror surfaces 6a of My Patent or 
in the manner in which the reflectivity of the sensors 1 10, 120 is used as is described 
in Hermann Application. To the contrary, at that the time of that the Hermann 
Application was filed, I and others in the field considered the reflectivity of the 
sensors to be a problem which had to be minimized or eliminated, for example, by 
blackening internal surfaces to avoid stray reflections, etc, and I know of no one that 
considered the reflectivity of the optoelectronic sensors to be a usable feature prior to 
that discovery by Mr. Michael Hermann, the inventor of the Hermann Application 
(hereafter, "The Inventor"). 

4. Based on my knowledge and experience, the statements contained in 
items 6 & 8-10 of the Office Action, incorrectly reflect the knowledge of one of 
ordinary skill in the alignment art. Furthermore, based on my knowledge and 
experience in the alignment art, the Hermann Application adequately discloses how to 
make and used the invention defined by The Claims and reflects the fact that The 
Inventor was in possession of the invention recited in The Claims, with respect to 
which the "known location" recitation found in claims 1& 3 would be found to be 
clear and definite by one of ordinary skill in the art as explained further below. 
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Considering first the "known location" language, it is known to me that it has 
been standard practice in the shaft alignment field to first determine the distance of a 
least one of the sensors on one of the shafts from the laser beam on the other of the 
shafts, e.g., a tape measure, and for this reason all suppliers of alignment devices ship 
their products with a tape measure and have been doing so for decades, and as stated 
in the last paragraph of column 4 of the Lysen Patent, 4t the distance of the position 
detectors 23 and 25 from the radiation source S is obtained in any manner 
independently of the measuring device." Furthermore, it would have been apparent to 
one of ordinary skill in the alignment art that the primary difference between the 
device described in the Hermann Application and that described in the Lysen Patent is 
that the beam splitter 22 of the Lysen Patent is eliminated and the reflectivity of 
sensor 110 of the Hermann Application is utilized instead, so that all of basic 
comments contained therein, including those in the first paragraph of column 5 with 
regard to how "the knowledge of this distance [i.e., the distance between the light 
source S and the detectors 23 or 25] needed for the calculation can be obtained," 
would have been recognized to apply to the invention recited in The Claims. Thus, 
one of ordinary skill in the art would not be confused by this recitation and would 
know that the recitations of "a collimated light source - . .connected to a first of the two 
elements at a known location" and "a housing, connected to a second of the two 
elements at a known location" is referring to this standard practice of determining the 
distance between the light source and the sensor unit and would know multiple ways 
of doing so. 
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Likewise, the recitation that "the first and second two-dimensionally readable 
optoelectronic sensors are positioned relative to one another at a known location with 
respect to said housing" would have been recognized as a basic requirement of the 
device disclosed in the Hermann Patent Application. As noted in the Lysen Patent 
(see, e.g., second full paragraph of column 3), the position sensors must be aligned in 
the direction of projection of the beam from the light source, and since the sensors 
1 10, 120 of the Hermann Patent Application are enclosed with the housing 500, this 
cannot be done without knowing the positional relationship between the housing and 
the sensors in it. In the design phase of the Hermann device the relative positions of 
the sensors with respect to the housing and the laser beam are directly determined. 
Furthermore, that the position of these sensors is known is readily apparent from the 
reference to the sensor location coordinates IC1; A and IC1; B in paragraph [0017] of the 
Hermann Patent Application. 

Moreover, the statement in paragraph [0026] to the effect that the device of the 
Hermann Application has is "especially suited" for use in the position detection 
system of "German Patent Application DE 19733919 and U.S. Patent 6,049,378" is a 
clear disclosure that techniques for measuring or evaluating the relative position of 
two elements with respect to each other of the Lysen Patent apply to the invention of 
the Hermann Application. 
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5. 



With regard to the Examiner's positions stated in paragraph 12 of the 



Office Action, based on my knowledged and experience, the conclusions stated in that 
paragraph are not supported by the facts as they exist. First, based upon the facts set 
forth above in paragraph 3 of this Declaration, there is simply no basis for the 
Examiner's conclusion that it would have been obvious to use the reflective properties 
of the commercially available optoelectronic sensors in the manner taught by the 
Hermann Patent Application and in the manner set forth in The Claims. Likewise, 
while the operation principles of the device of the Hermann Patent Application are the 
same as in the Lysen Patent (not the device of My Patent which does and cannot use a 
a housing in which first and second two-dimensionally readable optoelectronic sensors 
are fixed), there is simply no factual basis for the Examiner's conclusion that it would 
be "an obvious matter of design choice" to make the structural changes necessary to 
go from the device of the Lysen Patent to that of the Hermann Patent Application 
while retaining the same basic function, let alone to do so going from the very 
different method and apparatus of My Patent to that of the Hermann Application. 

6. All statements made herein of my/own knowledge are true, all 
statements made herein on information and belief are believed to be true, and further 
that these statements were made with the knowledge that willful false statements and 
the like are punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and 
may jeopardize the validity of the application or any patent issuing thereon. 





Roland Hdlzl 
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AMENDMENTS TQ THE CLAIMS - 

1. (Currently Amended) Device for measuring or evaluating the relative 
parallel offact and angular offset position of two elements with respect to each other, 
comprising: 

- a collimated light source means for producing at least one light beam 
connected to a first of the two elements at a known coordinate location; 

- a first two-dimensionally readable optoelectronic sensor and at least one 
second two-dimensionally readable optoelectronic sensor connected to a second of the 
two elements each of which are in a fixed relative alignment with respect to each other 
at a known coordinotc location such that a portion of said at least one light beam 
incident on a surface of an optoelectronically active layer of the first optoelectronic 
sensor is reflected by the surface of the optoelectronically active layer as a light beam 
directly onto a surface of the at least one second two-dimensionally readable 
optoelectronic sensor; 

- electronic means for receiving output signals from each of the optoelectronic 
sensors representing the coordinates at which the at least one light beam and reflected 
portion of the at least one light beam are detected on each respective sensor of the 
optoelectronic sensors, processing the signals, and computing the relative angular 
Offset position of the two elements with respec t to each oth^r poaition of the lig ht 
aourcc mcana relative to the incidencca of the at least one light beam on the flur f a cc s 
of the two dimcnaionally readable optoelectronic 3cn3ora based on the coordinates 
detected relative to coordinates at which the at least one light beam would be detected 
if the parallel and angular offsct3 of the elements arc zero . 



2. (Canceled) 
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3. (Currently Amended) Device for measuring or evaluating the relative 
parallel offset and angular offset position of two elements with respect to each other, 
comprising: 

- a colli mated light source for producing at least one light beam connected to a 
first of the two elements at a known coordinate location; 

- a first two-dimensionally readable optoelectronic sensor and at least one 
second two-dimensionally readable optoelectronic sensor; 

- a housing, connected to a second of the two elements at a known coordinate 
location, in which the first and second two-dimensionally readable optoelectronic 
sensors are positioned relative to one another at a known coordinate location with 
respect to said housing such that a portion of the light beam incident on the first two- 
dimensionally readable optoelectronic sensor is reflected as a plurality of light beams 
in a folded beam path by a surface of an optoelectronically active layer of the first 
optoelectronic sensor directly onto the second two-dimensionally readable 
optoelectronic sensor; 

- electronic means for receiving output signals from the optoelectronic sensors, 
processing the signals representing the coordinates at which the at least one light beam 
and reflected portion of the at least one light beam are detected on each respective 
sensor of the optoelectronic sensors,[[,]J and computing the relative parallel offact ond 
angular offset position of the housing relative to the light source based on the 
coordinates of incidences of the at least one light beam on the surfaces of the two- 
dimensionally readable optoelectronic sensors detected relative to coordinates a t 
which the at lca3t one light beam would be detected if the parallel and angular o ff k i m 
of the clemcnt3 arc zero . 



4. (Currently Amended) Device for measuring or evaluating the relative 
parallel offset and angular offset position of two elements with respect to each other, 
comprising: 
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- a collimated light source means for producing at least one light beam at a 
known coordinate location; 

- a first two-dimensionally readable optoelectronic sensor; 

- at least one second two-dimensionally readable optoelectronic sensor in a 
fixed relative alignment with respect to the first two-dimensionally readable 
optoelectronic sensor at a known coordinate location such that the at least one light 
beam from the light source means is incident on a surface of an optoelectronically 
active layer of the first two-dimensionally readable optoelectronic sensor and a 
portion of the at least one light beam is reflected by the surface of the 
optoelectronically active layer as at least one light beam directly onto a surface of the 
at least one second two-dimensionally readable optoelectronic sensor; 

- electronic means for receiving output signals from each of the optoelectronic 
sensors, processing the signals representing the coordinates at which the at least one 
light beam and reflected portion of the at least one light beam are detected on each 
respective sensor of the optoelectronic sensors, and computing the relative angular 
offset position of the light source means relative to the incidences of the at least one 
light beam on the surfaces of the two-dimensionally readable optoelectronic sensors 
ba3cd on the coordinates detected relative to coordinates at which the at least one light 
beam would be detected if the parallel and angular offsets of th e elements arc zero . 
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REMARKS 

By the above amendments, the claims 1, 3 and 4 have been farther amended. 
In view of these actions and the following remarks, further consideration of this 
application is requested. 

The Examiner has objected to the preceding amendment of August 30, 2005, as 
containing new matter with regard the reference to a "known coordinate location" 
with respect to the light source means, the first optoelectronic sensor and the manner 
in which results are obtained and has rejected the claims on the same basis under 35 
USC § 112, first paragraph. Without conceding the correctness of the Examiner's 
positions, to advance prosecution, the following remedial steps have been taken. 
Firstly, the reference to the know location of the light source means and first 
optoelectronic sensor being a coordinate location has been change to simply a known 
location. It is submitted that anyone of any skill in the art would realize that the 
locations of these elements would be known, and that such is necessary to the 
evaluation process. Additionally, with regard to the computing function, the language 
objected to by the Examiner has been removed and instead it is set forth that the 
relative angular offset position of the two elements with respect to each other is 
computed based on the coordinates detected by the sensors. It is submitted that such 
language is fully supported by the original disclosure of paragraphs [0020] and 
[0021], Accordingly, withdrawal of the objection based on new matter and the 
rejection of the claims on the same basis under 35 USC § 112, first paragraph is 
requested 

The claims were also rejected as being based on a non-enabling disclosure. 
However, as now amended, it is submitted that they are fully supported by disclosure, 
now being limited to the determination of the angular offset, the is clearly described in 
the specification at least in the paragraphs noted above, and which, from Examiner's 
comments relative to the Miller patent, the Examiner now recognizes to be obtainable 
from the use of two sensors. As for the Examiner's comment that "the two sensors 
only have information to determine the position between the two sensors but not the 
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two elements" is simply not correct. Since the position of the sensors and the light 
source is known and these elements, in use, are mounted on the elements, it is possible 
to mathematically determine from the impact coordinates of the light beam and 
reflected light beam what is the relative angular offset of the elements. In this regard, 
as previously noted, paragraph [0002] states that the references cited in the 
specification describe "[processes of the type to which the present invention is 
directed" and it is expressly stated that "in this connection reference should be made 
to the teaching thereof." Is it the Examiner's contention that these U.S. patents are 
invalid for failure to provide an enabling disclosure? On the other hand, the Examiner 
has failed to explain why the teaching this reference as to how a light beam from 
collimated light source connected to a first of the two elements at a known location 
and directed to sensors on the other of the elements, the location of which relative to 
each other and the light source is also known, can be used to determine angular offset 
of the elements from deviation of a light beam is not applicable to the present 
invention. As for the Examiner's comments on page 5 of the Action, they appear to 
be an exaggeration the does not reflect the actual situation and simply are not relevant 
to the claims as now presented. The Examiner has apparently ignored the fact that the 
light source and sensors are mount on the elements the relative positions of which are 
being determined, and it is an incorrect statement for the Examiner to assert than 
merely knowing the absolute position of the sensors and light source is sufficient to 
determine angular offset. Accordingly, withdrawal of the rejection of the claims 
under § 1 12 as being based on a non-enabling disclosure should now be withdrawn. 

Turning now to the Examiner's rejection of claims 1, 3 and 4 under 35 U.S.C. 
103(a) as being unpatentable over the Holzl '998 patent when viewed in conjunction 
with applicant's admitted prior art, since this rejection has been maintained based 
upon the § 1 12 issues that should now be withdrawn, applicant hereby incorporates by 
reference its prior positions supporting applicant's view that this rejection is totally 
inappropriate, as is the Examiner's failure to give appropriate weight to the 
declaration evidence submitted that clearly and unequivocally establishes that the 



Docket: 741124-79 
Serial No. 09/817,797 
Page 7 



invention is not obvious from anything taught by Htflz when considered in 
combination with that which was known to those of ordinary skill in the art. For 
convenience, these arguments are quoted below: 

"Firstly, the Examiner has recognized the structural difference between the 
arrangement of the present application in which the first optoelectonic sensor reflects 
light to the second optoelectronic sensor in contrast to the arrangement of HSlzl that 
he relies upon in which a portion of the light incident on the first optoelectonic sensor 
is transmitted through it to the second first optoelectonic sensor. However, rather than 
analyze why one of ordinary skill in the art would find it obvious to abandon the light 
transmissive arrangement of HSlzl and adopt the light reflective arrangement, as is 
require for proper establishment of a prima facie case of obviousness, the Examiner 
goes on to rationalize why going from one to the other is nothing more that "an 
obvious matter of design choice" based on functional and operation considerations 
which totally fail to address the structural issues involved or even to properly assess 
the state of the art and the differences between it and the claimed invention as 
required. 

For example, the Examiner states that "it is implicitly true the whether the light 
incident on the second detector is reflected or transmitted from the first detector the 
operational principle for obtaining the relative position between the two shafts or 
elements do not change." However, this simplistic approach ignores the fact that using 
a reflective approach would require an entirely different positioning of the two sensors 
relative to each other and the light source (compare Figs. 3 & 4 of the present 
application and Figs. 2 & 3 of Holzl) which, in turn, affects packaging of the 
components and how they would be usable on the shafts being aligned. For example, 
if sensor 9 were reflective instead of transimissive, sensor 10 could not be located on 
the opposite side of the sensor 9 from the light source as is shown by HolzJ. 

Furthermore, the Examiner's reliance on applicant's admission that he has 
found commercially available optoelectronic sensors which sufficient reflectivity to be 
usable for his purposes does nothing to advance the Examiner's conclusion of 
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obviousness. That is, only the Applicant has established that sufficient light can be 
reflected from the surface of a first optoelectronic sensor to be received upon the 
surface of a properly positioned second optoelectronic sensor to enable the second 
sensor to sense the impinging reflected light and output a signal which accurately 
represents the position of the reflected light (beam) on the second optoelectronic 
sensor, and the Examiner has produced no evidence to indicate otherwise. The fact 
that a two optoelectronic sensor system can be used to determine accurate positional 
relationships between machine parts or elements is not an issue relevant to a 
determination of obviousness of the present invention since Hdlzl already clearly 
establishes that fact. The true issue is as noted above, given that the art does not teach 
use of the reflectance of an optoelectronic sensor in the manner of the present 
invention, why would it have been obvious to do so. Relevant to the Examiner's 
inappropriate assessment of obvious is the Board of Appeals case of Ex Parte Gerlach 
and Werner, 212 USPQ 471, (1980) which states that: 

There is nothing in the statutes or the case law which makes 'that 
which is within the capabilities of one skilled in the art' synonymous 
with obviousness. 

The examiner provides no reason why, absent the instant 
disclosure, one of ordinary skill in the art would be motivated to change 
[the structure of the references to that which was claimed]. 

Similarly, the Federal Circuit has stated that the mere fact that a modification could be 

made does not make it obvious absent a teaching of desireability; see, In re Deminski, 

230 USPQ 313 (Fed. Cir. 1886); In re Gordon, 221 USPQ 1 125 (1984). In the present 

case, not only has the Examiner failed to provide the requisite reason or motivation for 

what he contends to be obvious, but he does not even attempt to determine what 

changes would be needed since more than a mere change of one sensor for another is 

required. Thus, the Examiner is reminded the Examiner is required to make the 

factual determinations set forth in Graham v. John Deere Co. of Kansas City, 383 

U.S> 1, 48 (Supreme Court 1966) and to provide reason why one having ordinary 

skein in the art would have bee led to modfy the prior art or to combine prior art 

references to arrive at the claimed invention based upon some teaching, suggestion or 
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inference in the prior art, Uniroyal, Inc. v. Rudkin- Wiley, 5 USPQ2d 1434 (Fed. Cir. 
1988). The statement that something is an "obvious design choice" is a mere 
conclusion for which some factual evidence in the prior art must be established, 
something the Examiner has wholly failed to do. 

For example, the Examiner has failed to indicated where it is taught or 
suggested by the AAPA (or Holzl) that the reflective capabilities of the surface of a 
first optoelectronic sensor can be utilized in a two-sensor position determination 
system. The AAPA merely is that applicant has found a know sensor which will serve 
his needs but where is it indicated that anything was known to those other than 
applicant which would have led them to believe that any reflectance possess by such 
sensors was anything other than a detriment given Holzl and others use the 
transmittance of the first optoelectronic sensor to provide accurate position 
determinations in combination with a second optoelectronic sensor receiving the 
transmitted light from the first optoelectronic sensor, not reflectance, such that such a 
sensor would logically have an anti-reflectance coating applied if it were to be used 
for a H5lzl type system. 

In fact, it was previously indicated how, conventionally, optoelectronic sensors 
are provided with an anti-reflection coating to reduce the reflectivity of the sensor, 
i.e., improve the transmittance as required by Holzl, a search of the USPTO patent 
database having been submitted that revealed more than 1000 patents which disclose 
such coatings for optoelectronic sensors. Simply put, the Examiner has not met his 
burden of establishing, through any teachings of Holzl or the AAPA, that one of 
ordinary skill in the art would recognized that the reflective characteristics of the 
surface of an optoelectronic sensor, rather than being an undesirable feature (as 
evidenced by the common use of anti-reflection coatings on such sensors) could be 
used to advantage. To the contrary, only the present inventor has determined that, 
contrary to conventional wisdom, a simple low cost apparatus for determining the 
positional relationship of elements which avoids the need for a partially transmitting 
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reflector can be produced based on using a sensor with a light reflective, not a light 
transmissive, surface. 

Still further, if it were obvious to the reflectivity of known sensors, why would 
the devices of the referenced U.S. Patents 6,337,742 and 6,476,914 (which are more 
recent that that of the Holz patent relied upon by the Examiner) have found it 
necessary to use mirrors and prism instead of the reflective capacity of the sensors? In 
this regard, it is noted H5lz is also one of the inventors of U.S. Patent 6,476,914, 
further indicating that the ability to rely on the reflectivity of the sensors was not 
apparent to those skilled in the art. 

Therefore, in light of the deficiencies in the Examiner's assessment commented 
upon above, a prima facie case of obviousness has not been established by the 
combination of the teachings of Holzl and AAPA, and consequently, the rejection of 
claims 1, 3 and 4, under § 103(a), is improper and should now be withdrawn." 

The present application should now be in condition for allowance and action to 
that effect is requested. However, should the Examiner find some issue to remain 
unresolved, or should any new issue arise, which could be eliminated through 
discussions with the Applicant's representative, then the Examiner is invited to 
contact the undersigned by telephone in order that the further prosecution of this 
application can thereby be expedited. Likewise, if the Examiner has some proposal 
for revisions to the claims that would facilitate allowance of this application, she is 
invited to present same to applicant. 



Respectfully submitted, 




David S. Safrah 
Registration No. 27,997 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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1 )C3 Responsive to communication(s) filed on 15 August 2006 . 
2a)0 This action is FINAL. 2b)C3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [>3 Claim(s) 1.3 and 4 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 



5) D 

6) El 

8)D 



Claim(s) 1.3 and 4 is/are rejected. 
Claim(s) is/are objected to. 

Claim(s) are subject to restriction and/or election requirement- 



Application Papers 

The specification is objected to by the Examiner. 
10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a cfaim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f), 
a)D All b)D Some * c)D None of: 

Certified copies of the priority documents have been received. 
2.C3 Certified copies of the priority documents have been received in Application No. 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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Application/Control Number: 09/8 1 7,797 p age 
Art Unit: 2872 

DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 

1 . 1 7(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on August 15, 2006 has been entered. 

2. This Office Action is also in response to applicant's amendment filed on August 15, 2006, which 
has been entered into the file. 

3. By this amendment, the applicant has amended claims 1 and 3-4. 

4. Claims 1 and 3-4 remain pending in this application. 

5. The rejections to claims under 35 USC 112, first paragraph, set forth in the previous Office 
Action still holds, for the reasons stated below. 

Response to Amendment 

6. The amendment filed August 15, 2006 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall introduce 
new matter into the disclosure of the invention. The added material which is not supported by the original 
disclosure is as follows: the amended claims 1 and 3-4 recite the following phrases (1). A light source 
means ... at a known location, (2). A first two-dimensionally readable optoelectronic sensor ... at a 
known location... (3). And computing the relative angular offset position of the two elements with 
respect to each other based on the coordinates detected The specification simply FAILS to give 
explicitly support for such phrases and features. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Claim Rejections - 35 VSC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

8. Claims 1, and 3-4 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventors), 
at the time the application was filed, had possession of the claimed invention. 

The reasons for rejection based on the newly added matters are set forth in the paragraph above. 

9. Claims 1 and 3-4 are rejected under 35 U.S.C. 112, first paragraph, as based on a disclosure 

which is not enabling. The specific output signals from each sensors and the specific information 
concerning the light source, (such as either the measurement of pulse time of the light travels to each 
sensor or the specific distance set for the light source means to each of the sensors), the function of the 
second sensor and the fixed relative alignment between the two sensors as related 'to the rest of the 
information, and the so-called known locations of the light source and the first and the second two- 
dimensionally readable optoelectronic sensors being defined in what coordinate system are critical or 
essential to the practice of the invention, but not included in the c!aim(s) is not enabled by the disclosure. 
See In re Mayhew, 527 F.2d 1229, I 88 USPQ 356 (CCPA 1 976). At this juncture, the specification and 
the claims only teach to have the at least one of the sensors connected to the second element, (in fact 
claim 4 even fails to provide any connection between the light source and the sensors to any of the 
elements which makes the detection even more mysterious) and having the light reflected from the 
first sensor to the second sensor, (in claims 1 and 4 it is not clear if the second sensor connects to any of 
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the element and in claim 3 both the sensors are on the second element), but no relative information is 
given concerning each signal from the sensor to the light source means, which is connected to the first 
element. To the most, the two sensors only have information to determine the relative position between 
the two sensors but not the two elements. It is not clear how can the "relative angular offset of the 
light source mean, (or two elements) be determined "based on the coordinates detected", (amendment to 
the claims). What are these coordinates? In what coordinate systems are these coordinates defined? 
The applicant being one skilled one in the art would have known that the coordinates on the two sensors 
are two different coordinate systems and the readings of the coordinates will be from different 
coordinates that has no relationship to each other, and since it is not clear 'the known locations" are 
based on what coordinate systems, it is impossible to determine the "relative angular offset". 
Furthermore, "angular offset" has to be defined with respect to a reference point. It is not clear what is 
the reference point here to define such angular offset. The incident light only registers one point on the 
first sensor and the reflected potion of the light also just registers one point on the sensor. These two 
points may have corresponding coordinates base on different coordinate systems of the two sensors but 
it will not be able to determine the "angular offset" of the first element from the second element, wherein 
the specification fails to make any connection between these coordinates with the two elements. The 
specification at this juncture really FAILS to disclose explicitly the fundamental principle of the 
operation of the device. 

The applicant is once again reminded respectfully that a two-dimensional readable optoelectronic 
sensor is like a camera it can only register the point that the light strikes the sensor, the information of 
the point cannot be enough to determine the relative position between the light source means and the 
sensor, in particular the relative distance certainly cannot be determined by a point. Furthermore, the 
specification and the claims fail to teach by having the Ught reflected from the first sensor to the second 
sensor, which either are both on the second element or not sure where is the second sensor, (that to the 
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most give relative positional information between the two sensors on the second element), will give 
information to determine the relative position between the first element and the second element. This 
process is like by measuring the length of the sofa will not tell you how far the sofa is located from the 
door or the angular offset of the sofa to the door. The claims therefore fail to provide workable devices. 

Claims 1, and 3-4 have been amended to include the features that the light source means is 
connected to the first of the two elements at a known location and the at least one of the two sensors is 
connected to the second element at a known location. If this is the case, then simply using the two 
known locations one can calculate the relative location between the two elements since this means the 
coordinate locations of the two elements are KNOWN and can be calculated to determine the relative 
angular offset of the two elements WITHOUT even using the device at all. This makes the device totally 
redundant. 

The applicant is respectfully noted that it is the requirements of 35 USC 1 12, that the 
specification needs to provide explicitly and adequately teachings of the enablement of the operation. 
At this juncture, die specification fails to provide any adequate teachings for achieving the claimed 
function. Applicant's arguments based on paragraphs [0020] and {0021 J of the specification are not 
persuasive to overcome the rejections since [0020] is just a description for a figure and [0021] is 
description for a PRIOR ART system (Figure 1) that does not have the disclosed and claimed 
arrangement of claims 1 and 3-4. Paragraph [0021] fails to provide the adequate teachings for 
determining the angular offset of two elements with the device claimed in claims 1 and 3-4. Also it 
is not clear where exactly is the point "A' " referred there it is therefore not clear where are the 
elements and where are the sensors as disclosed in Figure 1 discussed in paragraph [0021J which 
makes the description not understandable* 
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Claim Objections 

10. Claims 1 and 3-4 are objected to because of the following informalities: 

(1). Claims 1 and 3-4 have been amended to include the phrases "known location", that is 
confusing and indefinite since it is not clear with respect to what are these known locations defined that is 
to say it is not sure if these known locations are measured in the same coordinate system or not? The 
coordinate systems for the light source and for EACH of the sensors can be very different. 
Appropriate correction is required. 



Claim Rejections - 35 USC §103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1 and 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over the patent 

issued to Holzl (PN. 5,026,998) in view of applicant admitted prior art. 

Hoizl teaches an alignment measurement mechanism for measuring the relative positions between 

two shafts (1 and 2), serves as the two elements, wherein the mechanism comprises a light source (8) for 

generating a light beam (s) that incidents on a first and second optoelectronic detectors (9 and 10, Figures 

2 and 3) that are connected to the second shaft (2). The two optoelectronic detectors are two-dimensional 

readable sensors that each generates two dimensional position signals as shown in Figure 2. Holzl further 

teaches that a data converter (3) and a computer (4), serve as the electronic means and computer, are 

included for processing the detected positional signal of the detectors to measure the relative position of 

the two shafts. The two dimensional position signals generated by each of the position detector are 

corresponding to the incident points of the light on the surface of each of the detectors. The calculating 
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electronics for computing the relative positions from the detected signals are implicitly included to 
determine the relative positions. It is implicitly true that only portion of the light incident on the first 
optoelectronic detector will reach the second optoelectronic detector. 

It is implicitly true that the light source is located at a known location and the sensors are also 
located at known locations. The angular offset between the first and second element can be easily 
detected by measuring the light spots of the incident light registers on the two sensors (A and A\ Figures 
2 and 3). Since if the two elements are at the level the two spots will be aligned and if there is angular 
offset the straight lines connecting the two light spots will give an angular inclination that will revel the 
angular offset information. 

This reference has met all the limitations of the claim with the exception that it does not teach 
explicitly the arrangement of having the light incidents on the first detector is reflected instead of 
transmitted to the second detector. However it is implicitly true that whether the light incident on the 
second detector is reflected or transmitted from the first detector the operational principle for obtaining 
the relative position between the two shafts or elements do not change. Since the principle is based on 
calculating the positional signals detected by the two detectors about the incident points of the light on the 
two detectors, the modification or the difference, concerning either reflecting or transmitting light from 
one detector to the other detector, does not change the function of detecting and calculating the relative 
positions of the two shafts. This difference is therefore considered as an obvious matter of design choice 
to one skilled in the art for the benefit of providing different design for the measurement mechanism. 
Furthermore, applicant admitted prior art teaches that a reflective type optoelectronic sensor such as 
CMOS sensor circuit is commercially available, (please see page 5 lines 1 4-20 of the specification). It 
would then have been obvious to one skilled in the art to use a reflective type of detector to make the light 
reflected from the first detector to the second detector for the benefit of providing a more compact system. 
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With regard to the housing, the references do not teach such explicitly however it would have 
been obvious to one skilled in the art to use a housing for the detectors for the benefit of blocking out 
unwanted light to reach the detectors so that the detectors detect the signals more accurately. 

Response to Arguments 

13. Applicant's arguments filed on August 15, 2005 have been fully considered but they are not 
persuasive. The amendment to the claims have been fully considered and they are rejected for the reasons 
stated above. Applicant's arguments are mainly based the amendments to the claims and they have been 
fully addressed in the paragraphs above. 

Applicant is respectfully requested to state explicitly how can the angular offset of the two 
elements be determined by the two sensors and the light source, as arranged in the claimed arrangement, 
in particularly when the sensors and light source have no connections with respect to the two elements as 
recited in claim 4. Applicant's arguments based on the "known locations" of the light source and the 
sensors do not solve the problem of non-enablement since firstly it is not clear with respect to what are 
these known locations defined and how are they used to determined the angular offset. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Audrey Y. Chang whose telephone number is 571-272-2309. The examiner can normally 
be reached on Monday-Friday (8:00-4:30), alternative Mondays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Drew 
Dunn can be reached on 571-272-2312. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 



i 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR, Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customi 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. / 
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DECLARATION OF HEINZ P. BLOCH 



F, Heinz P. Bloch, declare that: 



1 . I am the owner of Process Machinery Consulting Co., hold Bachelor and 
Masters of Science degrees in Mechanical Engineering, I am a licensed professional 
engineer in the states of Texas and New Jersey, I hold five U.S. Patents including U.S. 
Patent No. 4, 102,052 for a "DEFLECTION INDICATOR FOR COUPLINGS" for use 
in monitoring and determining axial deflection or positioning of a coupling, I have 
authored or co-authored over 300 technical papers, I have received several awards as 
an engineer including the ASME/STS Engineer of the Year Award (1995) and ASME 
Distinguished Service Award (2001). 



2. 1 have reviewed the above identified patent application (hereafter, the 
HERMANN Application) including its specification and claims, and the positions 
stated by the Examiner in support of her decisions indicating that the claims do not 
define patentable subject matter, and also U.S. Patent No. 5,026,998 (hereafter, the 
Molzl Patent) and ^admissions" which form the basis of the Examiner's positions. 
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3. I understand that a significant aspect of the definition of the invention 
recited in claims 1, 3 and 4 is that two-dimcnsionally readable optoelectronic sensors 
are used to determine the relative alignment of two elements with respect to each other 
by a portion of at least one light beam incident on a surface of an optoelectronically 
active layer of one of the optoelectronic sensors being reflected by its surface directly 
as a light beam onto a surface of another of the two-dimensionally readable 
optoelectronic sensors, an electronic means receiving output signals from each of the 
optoelectronic sensors, processing the signals, and computing the relative position of 
the light source means relative to the incidences of the light beam on the surfaces of 
the two-dimensionaily readable optoelectronic sensors. In particular, I understand a 
key issue to be whether or not it would have been obvious to use the reflectivity of as 
a means for directing light from one optoelectronic sensor to another. 

4. A review page 5 V lines 14-20 of the specification of the Hermann 
Application referred to by the Examiner merely indicates the existence of 
commercially available optoelectronic sensors that can be used in the practice of the 
invention of the Hermann Application. However, I find nothing in that description 
which would suggest knowledge of this fact by anyone other than the inventor of the 
Hermann Application. Furthermore, based on my knowledge and experience, the 
reflectivity of such sensors was never used for alignment determination purposes prior 
to the invention of the Hermann Application, nor was it recognized that the reflectivity 
of such sensors was sufficient for that purpose. To the contrary, the reflectivity of 
such sensors was generally treated as a characteristic which needed to be suppressed 
for alignment purposes by the use of an anti-reflectivity coating. 

5. The Examiner's comments appear not to take into consideration either 
the lack of known reason to use the reflectivity of known optoelectronic sensors in an 
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alignment device or the factors that would necessarily have to have been recognized 
for someone to consider such use of the known optoelectronic sensors. That is, it 
would have to have been recognized that the reflectivity of the known optoelectronic 
sensors as well as their sensitivity would have been suitable for a sufficiently strong 
light source to be aimed at the first sensor without damaging it and that a sufficient 
amount of light would be reflected as a beam (not as dispersed light) to be readable at 
the other sensor in a way that would provide sufficiently accurate results. Apart from 
the Hermann Application, e.g., paragraph [0007] on page 2, I know of no recognition 
of this fact by those working in the alignment field. 

6, Furthermore, I can see no reason why anyone reviewing the Hdlzl Patent 
would find it obvious to abandon his light transrnissive arrangement and adopt the 
light reflective arrangement proposed in the Hermann Application. This is 
particularly the case because an entirely different positioning of the two sensors 
relative to each other and the light source would be required as can be appreciated 
from a comparison of Figs. 3 & 4 of the Hermann Application with Figs. 2 & 3 of the 
Holzl Patent which, in turn, would require modification of the packaging of the 
components and how they would be usable on the shafts being aligned. Without a 
reason or motivation for making such wholesale changes (which J find to he totally 
absent from the HdlzJ Patent, the Examiner's reasoning, and the state of the art as I am 
aware of it), it is simply not reasonable to think that those working in the field would 
find it obvious to change from an established practice to one that had never been 
previously considered. 

1, Therefore, based on my experience in the field to which the invention of 
the Hermann Application is directed, and based on the facts noted above, the evidence 
indicates that one of ordinary skill in the art would not have been able to arrive at a 
device having the features of the claims of the Hermann Application based on 
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anything objectively derivable from the Holzl Patent, and the mere existence of 
commercially available optoelectronic sensors that could be used to practice the 
invention of the Hermann Patent. 

The undersigned Declarant declares further that all statements made herein of 
his own knowledge are true and that all statements made on information and belief are 
believed to be true; and further that these statements were made with the knowledge 
that willful false statements and the like so made are punishable by fine or 
imprisonment; or both, under Section 1001 of Title 18 of the United States Code and 
that such willful false statements may jeopardize the validity of the application or any 
patent issuing thereon. 
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